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DETAILED ACTION 
Election/Restrictions 

1 . Claims 20-58 are withdrawn from furtlier consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected invention, tliere being no allowable generic or 
linking claim. Additionally, claims 9 and 11-14 do not read on the elected species. The 
protruding pin of claim 9 is only present in the non-elected embodiment as element 68 
in Figure 2, and the constraining means set forth in claims 11-14 are only disclosed as 
pins (48) in Figure 1 . Therefore, these claims are also withdrawn. Applicant timely 
traversed the restriction (election) requirement in the reply filed on 6/1 1/2010. 

2. Applicant's election with traverse of Group I in the reply filed on 6/1 1/201 0 is 
acknowledged. The traversal is on the ground(s) that claim 20 includes all the 
limitations of claim 1 and should therefore be examined. This is not found persuasive 
because claim 20 is directed towards the insertion device, which is a different invention 
in Group II. The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 1-3, 5-8, 10, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent No. 6,497,708 to Gumming. 
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Cumming 708 discloses a device (12) for rolling an ophthalmic lens (16) that 
includes two members that slide relative to one another. The first member (1 8) is 
adapted to receive and locate the lens (16) within a concave recess (20), as shown in 
Figure 11a. The second member (32) has a concave recess that engages the lens and 
causes it to roll as it slides relative to the first member (see Figure 1 1 B). 

Regarding claims 6 and 7, the second member (32) has an abutment surface 
(33) formed by a land that extends along the edge of the concave recess. As illustrated 
in Figure 1 1 B, the abutment (33) that limits the movement of the lens (16) in a rotational 
direction and causes it to roll. 

Regarding claim 8, the top of the second member has an outwardly extending 
flange, or stop, that engages the first member to define the limit position. In regards to 
claim 15, this stop is capable of providing indication to the operator that the members 
are in the relative position of Figure 11B, wherein rolling has been achieved. 

Regarding claim 10, Figure 1 illustrates the construction of the two sliding 
members that include various interlocking features to constrain the members to slide 
rectilinearly relative to each other. 

4. Claims 1 -3, 5, 8, 1 0, and 1 5-1 7 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by US Patent No. 6,503,275 to Cumming. 

Cumming '275 discloses a device (22) for rolling an ophthalmic lens (16) that 
includes two members that slide relative to one another. The first member (22) is 
adapted to receive and locate the lens (16) within a concave recess (32), as best shown 



Application/Control Number: 10/523,179 Page 4 

Art Unit: 3731 

in Figure 10. The second member (36) has a concave recess at one end that engages 
the lens (16) and causes it to roll as it slides relative to the first member. Figure 1 1 
illustrates the limit position in which the lens is rolled and an outwardly extending flange, 
or stop, on the top of the second member (36) engages the first member (22). 

Regarding claim 8, the top of the second member has an outwardly extending 
flange, or stop, that engages the first member to define the limit position. In regards to 
claim 15, this stop is capable of providing indication to the operator that the members 
are in the relative position of Figure 1 1 B, wherein rolling has been achieved. 

Regarding claim 10, Figure 25 illustrates the construction of the two sliding 
members that include various interlocking features to constrain the members to slide 
rectilinearly relative to each other. 

Regarding claims 15-17, the second member includes a resilient biasing means 
in the form of flexible arms (50) that maintain the sliding members in a spaced position 
to allow the lens to be stored in the position shown in Figure 6 (column 6, lines 21-26). 
The second member also includes a "click-stop mechanism" that includes flexible strips 
(prongs 52) projecting from its sides that engage behind abutment surfaces (notches 
60) on the first member, as shown in Figure 7. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gumming 
('275) in view of US Patent No. 5,944,725 to Cicenas et al. 

Regarding claim 4, Gumming ('275) fails to form the recesses of the sliding 
members as "step portions" between two parallel surfaces. Cicenas discloses another 
device for preparing an ophthalmic lens for insertion that includes two members that 
slide relative to one another to position the lens. Cicenas teaches that both members 
(40,42) can be configured to have step portions with concave recesses formed between 
two parallel surfaces to engage the lens (12), as best shown in Figures 6A-C. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to form both the first and second members of the Cumming ('275) device to have step 
portions between two parallel surfaces to engage the lens, as taught by Cicenas, as this 
is simply another way to form two members that slide relative to one another to position 
an ophthalmic lens in a compressed configuration for insertion. 

6. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cumming ('275) in view of US Pat. No. 6,007,542 to Duprat. 

Cumming ('275) fails to form the biasing means as an arcuate member with ends 
that engage the other member. Duprat discloses a device that includes two members 
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disposed in a sliding relationship with one another, each including a recess, and 
configured to roll an ophthalmic lens. The members receive and locate the lens, as 
illustrated in Figure 6, and relative movement of the members causes the lens to roll up 
into the configuration shown in Figure 8. Duprat teaches that the biasing means can be 
in the form of springy arcuate members (15, 16). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to form the biasing means of 
Duprat as springy arcuate members, as Duprat teaches that this is another way to form 
a means for biasing two sliding components of a lens rolling device away from one 
another. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SARAH WEBB whose telephone number is (571) 272- 
5749. The examiner can normally be reached on 9:00am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on (571 ) 272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
IS. W./ 

Examiner, Art Unit 3731 



/Anhtuan T. Nguyen/ 

Supervisory Patent Examiner, Art Unit 3731 
7/30/10 



